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REMARKS : 

t 4- 9/ 13, i 6/ is and 28,54. are present in 

the ^Plication. la . view of i the I remarks ; which follow, 
reconsideration is respectfully requested/ 

Patentable subject Matter : 

; Noted -with appreciation is the. indication in the 
Office Action; that Claims 1, . i*, 18 \ and .^37, which were 
previously: indicated, to be allowed, ara still:; indicated to be 
allowed. >•* ;: 



Office Action, the 



; Cojtaient on Statement of Reasons for Allowance 
In linfs 13-16 on page .7 of the 
I Examiner states 4 reason' for the indication that : Claims l, 16, 
; 18:: and 32-37 have been allowed. "Applicants ..agree that these 
; claims are allowable. However, Applicants do not ; agree in all 
j respects with tbe| Examiner ' s statement. for example, ' Applicants 
• believe that the ^Examiner's statement should not: be interpreted 
i to. mean that the stated reason is the only reason supporting the 



of Claims 1, 16, 18 and 32-37, and that there is no 
other reason which separately and independently ; supports the 
allowability of some or all of these claims. 



Independent Claim .4 " w ' >. 

Claim 4- stands rejected under 35 U-.S..C. §103 as 
obvious in view -of a proposed combination o£ .'teachings from 
Horhbeck U.S. Patent No. 5, 021, 663 [ and Kimura; U.S.... patent No. 
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■ ; 5> 589, 688. Thi| ground of reject-ion ; ^eapectiuiiy- traveled, 
for the following reasons. 

Claim U recites first ■ arid ' : second 1 electrodes that 
: absorb thermal energy, that are coupled to a thermally sensitive 
; material, ; and . that are "made from: an" . allo^ which includes 
: aluminum and titanium". Hornbeck discloses electrodes that can 
; ^ aorb i^raredj radiation,, but the : Examines ; Un^des in the 
: Office Action \tljat", Hornbeck does |not : disclose ;.>;.bctrodes which 
: ate xxmae from aii alloy of titanium and 'aluminum. . • The Examiner 
; therefore turns 5 to Kimura. m particular, ' th| ^Examiner notes 
-| that Kirnura has? wires 5 which can be made -from! an alloy of 
! tipanium: and aluijdnum. .The Examiner then asserts .that the wires 
' 5 ?are "electrode^" , and that the wires 5 could be substituted 
; | f^ thp electrodes disclosed : in . liornbecfc; . ' Applicants 
.; respectfully disagree. 
"[']'' In the Jf irst paragraph on page 8 of the Office Action, 

j ;tkf Ebcamifler ; o|fere a dictionary definition \ : 6f\ the word 
: "eiectr6de w > indicating that this word means "a conductor used 
; ;toj.j establish electrical contact with a nonm^tallic part of a 
i circuit"/ '.The '^aTjriiner indicates that this definition is from. 
• "M^rriam^Webster »W Dictionary". . However A it not clear which of 
i a "Variety Off different Merriam-Webster dictionaries the Examiner 
i is ; referring to,;; nor was the Of fjice -.Action ':afec©rj!panied by a 
; photocopy cif selected pages from the ' particular ;d^Gtionary on 
: which the Examiner is relying. To; the extent' ifcSat ,the. Examiner 
! relies on this' dictionary definition without providing a 
! photocopy of relevant pages f rom the dicti^Aary / it is 
: respectfully submitted that the Office - Action , is;., incomplete. 
' Applicants 'are bringing this defect to; • the ' afet^tipn ;of the 
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: |j^*^M after ^iUng^of t^Uco^ete office 

Aft.cn, and h.*by make an express request tkat the. defect be 
; . corrects i and . .&* t th. period for a reply : i ^ : restarted. 
; i Pursuant to MPEg S 710.06, the defect in !th e \ Office Action should 
be corrected, :an^ the period for a ! reply; should! be restarted. 

in an Effort to expedite examination of ' !the present 
. application, notwithstanding the fact that Office Action is 
; incomplete > Applicants wish to offer 1 a ; few counts, regarding 
i why the- $103 rejection i 5 wrong. ! In Figure; . 2 of ! the Kimura 
- parent, region 4 is a p- type ' single; crystal ; silicon material 
! .which has ibeen doped sufficiently, with: an n- type:, impurity so 
;■ that it is • effectively a n- type v single crystal silicon material 
; (s|e line S -3 6-: &■ column 7 of Kimura).; Region 2 is thus a non- 
^ metallic materiaol. Kimura explains, that Reference: numeral 2a is 
; a cathode electrode (positive electrode) -for a Schottky barrier 
i thermistor formed! by the Schottky junction between! the regions 2 
. and 11. Aseuiling for the sake of •. discission: .that the ' 

unsupported; dictionary definition offered by the Examiner is 
i accurate, Kimura 'Uses the word "electrode" in a 'manner which is 
. I entirely consistent with this definition. In particular, 
I Kirttura ' s "eledtrode" 2a is a conductor which is used to 
; establish electrical contact with a npn-metalliq part 2 of the 
cirbuit . 

In the ' pending Office Abtion, . the Eka'miner asserts 
: that the wire 5 6f Kimura is an electrode for . |hje element 2a. 
! In effect, the Examiner is asserting that the wife; 5 leading to 
; Kimura 1 s » electrode »' 2a is actually ■ an-. : elect:rpd|e '.'.5.. f or the 
: electrode 2a. Applicants respectfully submit ' that^ 'it is silly ! 
to assert that Kimura 's electrode 2a needs its own [ electrode 5. 

DAL0W58227.1 . 1 i ; 4 ■ ^ > ! 
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i Ijk other words, !the assertion by the Examiner. that the wi 

ZnT^ ^ eleCtr ° de iS ■ -° ^ what pe^na 

filled in the art would typically consider to! be an "electrode- 

. . (notwithstanding, the dictionary definition ! .of fered by the 
Examiner)..; in effect, the Examiner- e position exalts form over 
: substance, : and j the only apparent reason f*r ' doing so is 
j hindsight .of the. preeent invention, in particular, . the Examiner 
used hindsight df the present invention • to f ind . an element in 
the p rior art which is made of titanium^ aluminum U.e. Kimura 's 
.. ;| wife 5), and their used still more hindsight, to.: try to theorize 
: that the wire is lis an "electrode", even though persons skilled 
i in^the art : would! not even remotely consider the' wire 5 to be a 
; "electrode" > S A , :- ; 

The fact that the Examiner is using hindaight becomes 
: eve!n more evident when it is recognized '. that Kimura expressly 
: I tegches away frbft the proposed combination of '. teachings . In 
•■ | -thijs regard-, Applicants' Claim 4 recites that 'the ."first and 
! second electrodes 5 are made of a material which [ absorbs thermal 

• eriebgy " , and then- goes on to specify that this 1 : material is "an 
' allby which includes aluminum arid titanium" / : The Hornbeck 
; device has electrodes which absorb infrared radiation, but these 

'•• ; ale&trodes are npt ' made of a titaniumfaluminum alloy. The 
Examiner therefore asserts that the ( titani\im-aliminum wires 5 of 
; Kimura could bp ; substituted for the inj^ated- absorbing 
electrodes of Hornbeck. However, even though the wires .5 of 

• Kimura are fnade c?f titanium-aluminum, Kimut.a .teaches, at lines 
: 55-57 of column 6 " that the electrical wirfes S arfe intentionally 
iconligured to have? a" small- width .and a >mkll thigtoesa, Sgpr the 
specific purpose of minimizing heat conduction . In other words, 

DAIjOI ^58227.1 jj. \ ' H;, ;.;•'/:■ 
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T V ^ 5 ° f ^ ^ M*^*.*** so 

T ^; d -m conduct or ab*rb .any si ^ican t anraunt of 
thermal energy. . Substituting the ^infrared- absorbing wire8 5 
of KWa; for jthe infrared absorbind electrodes of Hombeck 
v^uld cause thejHbrnbeck device to end up with Strode, that 
do not absorb infrared radiation, thereby rendering the Hombeck 
device inoperative. As pointed out in " §2143 .01, if a 

Prosed Edification to a prior art device yould change its 
princi Pl6 - of ^operation or render' '.; it. inoperative, the 
: mbdificatidn U not obvious ; modification [■ under §103. 
Consequently, .the proposed modification of Hornbeck in view of 
•Kitjiura woul;d not ^be obvious under §3.03. • ■•;••••.-••! 

In I'dnis 12-13 on page 8 of the Office- Action, the 
Examiner conceded that Kimura teaches away from the use of 
ti|anium-aliiminuit| alloy to absorb infrared radiation. But in 
th# next sentence, the Examiner simply ignores the: fact that 
Kiii^uxa teaches diirectly away from the use of a t itahium- aluminum 
aljjoy to; absorbi infrared . radiation, and asserts' that Kimura 
would actually guide a person of ordinary skill in the art to 
use a titanium^aliitninum alloy to absorb infrared, radiation. As 
a result, t>e . ;E:x£miher ' s position ; is directly : contrary to the 
well-established SPTO policy set forth • in MPBP- S2i'41;. 02, which 
specifies that the teachings of a .'prior art reference such as 
Kimura must be -considered in their - entirety , including portions 
that teach away from the invention.: To! the- extent that the' 
Examiner here is 'ignoring selected [ portions of! Kiinura' which do 
hot ; support the result that the Examiner wishes) tp reach, the 
only reason for doing so is the improper use of 'hindsight ..of . the . 
present invention.. Applicants respectfully submit; that, if 
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: ^nation of ^ the present application i. ^ Gartied out . 

:rr e witMPTO poiic - the — ^ £- : i 

: . r a rr d ^ wires Kwa ar * ^ w 

; the potion or absent ion V of inured radiation. 

Therefor,, ; and .since Kimura appears to have Cutely no 
: teachings to thef contrary, it should be .lear'. that it would not 
; be; obvious. ;under| S 103 to replace the: ferial * of 'the infrared 
: absorbing , electees of Hornbeekl with^ the ! Wani WaWnum 
; rial of ! th * ^infrared-absorbing wires of^mura. 
[. -I : A :. ^pa|:a^ and independent- problem iwith the §103 

r Section of. Cl^im: 4 is that it fails to rneet ' one of the 
; fundamental requirements for a proper \ ; §103 ." rejection. m 
J particular,, even Pwhere a prior art f device such Hprnheck may be 
[• capable of' beiiig modified, the; Examiner is required to 
! demonstrate; (1) if hat there is motivation to make"' the proposed 
j modification, an<| (2) that' the motivation originates in the 
i prior art;.. : Applicants ' last Response pointed ou£ this defect in 
| the! §103': .Rejection. . Surprisingly, ; tW . Examiner ■ has made 
"! absolutely no attempt to cure this fundamental defect. 

ii .' '. I» morel - detail, the latest . Of f ice' Afetiqn does not 
-attempt to satisfy the standard, requirement" that 
; rejection must : establish ..motivation. \ .;InstWQ| : fthe 

! cites MPEP §2144.06 for the proposition "ihajb 

; suggestion to substitute one equivalWnt ; component : for . another is 
; not ; necessary to render such substitution obvious". However, 
• the .; Examiner mis interprets the meaning, of I this tjio't^d; language . 
i In ^particular, even though this "quotation suggests that a 
preference does, not .have to expressly suggest ; ^ ^Substitution, 



a §103 
Examiner 
express 
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! S ^ r ^ ^ EXaminer is ^« reused fro. 

: the to de m on Strate motivation, . m ^ the iaeue of 

: l^Tt- iS9Ue ° f ^ ™^ obligation to 

. establish ; motivation. As evident ' from MP ; EP : $2143,01, the 
; E^miner m st, always establish motivation, without regard to 
; whether or not* a reference offer, an [ egress suggestion 
; regarding substitution of one part ; for another. Of course 
; where a; reference offers an express . statement . suggesting 
restitution, the. Examiner's task of showing motivation may be 
' ■ SC f ewhat . Meier, f 011 other hand, . in~ a situation' where, as 

he*e, the reference fails to offer any express statement 
f . suggesting - substitution, the Examiner ^must : stfLU: meet the 
■requirement' of < demonstrating motivation, ; but faces a 
\ silnificahtly rn^re difficult task. And.;.: 'this; task is 
particularly difficult where, as here, the Exartdker: 'admits that 
■ onei of the references expressly teaches away from the proposed 
: cotitbination." '- ! I [ 

'ji Iil re^ga^d to motivation, the attention of /the Examiner 

: is ^respectfully: directed to the relatively recehti opinion of the 
L Court of Appeaie J for the Federal Circuit . in the; case of In re 
: DeiUbiczak, 175 : F ,*3d 994, 50 U.S.P.Q. 2d 3.614 (Fed. Cir. 1999). 
' For. the convenience of the Examiner, . a; • -cppy/'i df ;£his Federal 
I Circuit decision ^ia. enclosed, and [the Exandner ? should bear in 
•mind that the Detibicsak decision is considered ' to ^e: a leading 
: decision of the Federal Circuit on the issue .pf motivation in 
\ obviousness analysis . In more detail,. Dejribicaak;^ £;i£e ; <i a patent ' 
; application disclosing a trash bag' which \ was orange color, 
:andi: which had facial markings on it so; that , wheSn- ; stuffed, with. 
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leaves or itrash; it would have the -n^,'"' 
. Pumpkin with a face The Z appearance of a large 

a t^ce. The examiner rejected th^ ^^-t^ 

: ~ it, „ouid have ^ olwl0 u s :y on hs 

■ n t: flHf .' , v ^ CQ - -t*™- i a ' n conventional" 

, P|a-t lc U«n or trash ba3 and >Q ^ - ^ ^ q 

PW^n b V stuffing . paper bag KUh ^ « 
, or. nge Md theri pacing on facial £e a tures with black paint . 
; ™? ohUdren.* *ok did not include W'^^tw to 
. substitute s conventional plastic trash bag for; She': conventional 
, Paper bag.: Thel Pro Board of Appeals affirmed the examiner's 
: . rejection. ; :• | :•■ I 

Taking | the theory . advanced' by 'the ''Scanner in ' the 

• present application, and applying that theory -to ' the Dembic^k 
; 'facte, the : obyiopepees rejection : in \pernbicz^e: wpiild seem at 
? first glance to j be correct and proper without "any need to 
! ^natrateL mot Ration. In particular/ ' eyen .though the 

j children's ' [book Uid; not include an. express" suggestion to 
j su ^titute 4 conventional plastic trash bag forjttW conventional 
I paper bag/ the -^miner's theory is that "an; express suggestion 
: to i: substitute ^ orfe equivalent component for : another is not 
; necj^Bsary ■ t;<^. renc^r; such Substitution obvious /'However, the 
/ examiner handling; the Dembiczak application Was "found to be 
wrong and, for the same reason, the Examiner ^handling the 
present application is wrong. More ; specif icallyl in pembicz&k, 
the . examiner and the PTO Board were both reversed by - the Court 
;of ^Appeals for the! Federal Circuit, on,: the? '^rouadr that the 
examiner had failed to provide any evidence of$ ^suggestion, 
teaching or motivation to make the indicated', ;co"mfeiination of 
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teachings .from fthe prior ' art Tt , / ■ 

circuit stated that, " this :regard /; the federal 
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Our : c^se law makes • clear' tiwiV'. J^'"''. - J ' 
£fens| against the ^ e 

analysis is . rigorous application eif 

motivation to combine • priori art 
refere^.,.. Combining prioS £t 
f £ereB J eB "i«»out evidence 'of such * 
«ugge 8 tien, teachi ng , or motivation e L>ly 
takes ; the inventor " - 



disclosure 



blueprint for piecing together the prior art 
P^^tabiXity : t he. e^e of 
aindsight.... We have noted that evidence of 

: *Lt^*? Bti ° n ' twhin 9' <»" : motivation - ■to 
combine, may flow from the prior: art 
references themselves, the knowledge of one 
of ordinary skill in the art/ or, ir* some 
cases, from the nature of the problem .to be 
solved.;.. The range of sources available, 
however/ does not diminish the requirement 
for actual evidence . . . . Broad conclusory 
: «tkfee^i|ts;, regarding the' fceachiiig; of 
m$Ltip£$ references, standing alone, azfe not 
: n eyid*ade . V • . Nowhere ; does ". the Board 
particularly identify : any . suggestion, 
teaching;-, or motivation to ' "combine" Uae 
chp.ld£-en|' e art. references ' (Holiday • and 
Shapiro)' with the conventional trash or lawn 
bag references, nor does the Board : : make 
specifics -- or even inferential : ; •- - findings: 
concerning the identif ication of the 
relevant art, the level of ordinary skill in 
the art/- the nature of the problem "to - be 
solved, lor any other factual f iWdings' that 
might : serve to support a proper obviousness 
analysis.... Because we do not discern any 
finding >by the Board that, there • was a- 
suggestion, teaching, or motivation, .to' 
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Id - at, 999-1000 (emphasis added); 

In thej present application, ; th r EKamlher continues to 
re^in absolutely^ silent as . to why there .would-be I- a suggestion 
teaching; or motivation to combine- Hornbeefc and .Kimura in the 
proposed manner,;; ; The E^^r.^ ^p ^:,.^ a "broad 
coiMusory .: statement" of the type criticized ! : b y . the Federal 
Circuit, much le4s provide any actual evidence : of ■ 'a suggestion, 
teaching o* motivation; to combine. ' The federal circuit 
expressly require^ evidence./ and the Examiner here/ has provided 
i nonje. in fact/ the Examiner has done nothing more 'than what the 
: federal Circuit J expressly prohibited . in jpiwbiczak, i n 
! particulars in ■■ the ; words of the Ffederali Circuit, the' Examiner. 
! here has simply used Applicants' disclosure "as! a blueprint for. 
jpiefcing together jthe prior art to : defeat patentability -- the ' 
; essence of • ihindsi^ht " . The Federal Circuit has .rejected this 
: aPP^oach as! improper. it is therefore respect £ully submitted 
•that the Sit) 3 obyiousness rejection of Claim 4 ; in the present 
; Office Action is| inherently defective, ;becauW it ..completely 
; fails to even discuss a suggestion, teaching oir, motivation to 
combine HorhbecJc ; and Kimura, much less provide • supporting 
evidence of the tyjpe expressly required by -the;- Federal Circuits 

For the foregoing reasons;; Jit". "14 respectfully 
submitted that the §103 rejection of Claim 4 is; defective, and 



•must be withdrawn. Claim 4 ie 
ialldwable, and notice to that effect 



therejeore ;b^l ; i4v!ed to be 
is respectfully. "revested. 
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Independe nt Claim op. ^ 

independent claim 28 includes; a ; limitation reciting 
^tep^ pectin, as a ^^^^ ^ £ 
e petrols , an- f ll 9y which cont ^ ^ ^ ^ ^^ 
28 stands rejected under 35 U.S.C. ;si03 : a Sj obvious in view 
° f i H ° rnbeC * ! KimUra ' bae *« on the: same rationale which was 
applied to; This . ground i of red ectiohl & Respect full y 

traversed. In ; particular, for; reasons similar/ to those 
discussed above . i|n: association with Claim 4/ it ' is' respectfully 
submitted that Cl*im 28 would not be obvious -in view of Hornbeck 
and Kimura.. claim 28 is therefore believed to be allowable, and 
■notiice to" that ef lect is respectfully requested. ' 



1 . Independent jcukmfofl ' 

; ; " / : nidep^i|ent Claim 39 is directed to an -apparatus which, 

i incudes an infikr^d detector with a plurality 1 of detector 
; elements - ;thbt . ih|:lude "structure • Which "is made of an alloy 
I containing titanliint - and aluminum", / and "which,; absorbs thermal 
'energy from; infrlred radiation that impinges on . the detector 
1 element ; -Claim* 39. stands rejected under 3'5i U.S.d. §103 as., 
i obvious in View olE a combination of teachings from Hornbeck and 
: Kimura, based on ithe same basic rationale used to; reject Claim 
4. This ground of rejection is respectfully t^ayiersed. More 
specif ically, for reasons similar to those discussed above in 
Association With Claim 4, it is respectfully submitted that the 
subject matter of :; Claim 39 would not be 'obvious';:, under . §103. in 
viefr of Hornbeck and Kimura. Claim .39 is; • therefore; -believed to 
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notice to that effect J j is 



respectfully 



Independent Claim 47 ;■• ■ -M 

Ltatibni^rf^ ^ 1S 9 a ^it include, 

Ltat.ons S ^ arto those discussed: afcov* in; .aeociation with 

; of ^nf m detector that ;ha*: ai;: plurality .^f detector 

. pn tS , includ^n^ -fabric^ structure i which, is *ade o f In 
1 aUoy contain^ titanium and albninu^., ' and- -which absorbs- 

rad ia tion:i that /binges on the 
••defector element^ Claim 47 stands rejected " under ! 35 U SC 

as obvious Jin view of a combination of': teachings from 
:Hombeck and Kimura, based on the same basic rationale used to 
: rSjfeCt Claim 4 - This 9^und of rejection! is respectfully 
: traVerSed - : In i P^ioular, for ; reasons similar , to those 
: discussed above ih association with; Claim 4, ife ; is ? respectfully . 
: submitted that Claim 47 would not be obvious in i view of Hornbeck 
; and! Kimura. r Clai| 47 is therefore believed to be allowable, and 

:. notice to- that effect is respectfully requested. ; 

• i .. . )| - : l ; ." I : .!' . ^ • : ; • ;■, , • ■ 

. I' Dependent. ; 01 aims '4 •: 

Claims .2, 5-9 and 13, Claim "W-^l 7 and 38, 
; Claim. 40-46; and Claims 48-54 respectively deperiA /from Claim 4, 
iCla^m 28, claim 39 and Claim 47, and are ; also;- believed to be 
alldwable over th> art of record, for example:; foV; the same 
•reasons discussed kbove with respect to Claims:. a{\ I2 8 L/ '.'is. and 47, 
Respectively; •:/ .; . 
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. Based jon the foregoing, . it j is 7 respectfully submitted 
all of the pending claim* *r e / fully ; allowable,- and 



that 



favorable ; reconsideration of this application j" k; therefore 
.respectfully requested. . lf .: Eka ^- 'believes that 

examination of *he present application W be advanced in any 
way by a ; f telephone conference, the Examiner* is: invited to 
telephone the undersigned attorney at {214) 9.53-6684.. 
. jj Althou^i ; Applicants* believe: that no Additional fees- 

ar£ due,: th e : Commissioner is hereby authorized to . charge any 
f^s required ^ this paper , or to credit any ) overpayment , to 
Deposit Account Nb.' 02-0384 of Baker Botts L.L.i?;: .' 



Respectfully ■ submitted, 
BAKER BOTTS L.L.P. 
Attorneys for ; App3 



. I T. Murra^Smith 

. '! ? Reg.' No. 30,222 

' I '■ (214) 953-6684 

Date: September 23, 2003 

BAKER BOTTS L.L.pji 
2001 Ross Avenue i 
Suite 600 ') . 

Dallas, TX 752G1-22980 i'- ■ ' " 

(2lj4) 953-6500 r \ 

Enclosures: " Copyfof Dembiczak decision; (7. pages!) 
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patent violate the Written descrhrtion re- 
quirement of section 1 12, ft BuUo?X £ 
argument is to realize it! £ *1 

Sf Ji- -P"*^, P»w*<" ample support for 

c W as construed bJSe disS eourt S£ 
*• cburt, are entitled S th c St of the 

oSirred <MMa,c bar has 



a wa?otSr ♦fc t i.^ l i i. be tat^PWtod in 
43 &- ftM %? ,,r # « rd *«^y and accus- 
tomed meanmg. Therefore, we^nd that the 
cW * interpretation, and {he 
SSSra Ju ^f men ^ of Infringement condE 
■£Sm ?1 t rS?^. WB f no*: erroneous. We also 
•i£i?K J*.^* 1 ?* 95urt,correcUy deter- 
mined that A* releyanFclaim of the '835 

tef^AW^fM*'*!^- The judgt 
•ncnt of the distnet court is affirmed. 

AFFIRMED. 



In re Dembiczak 



sb yspQzd 



3. Fatoitobility/yaitdity —Anticipation - 

Double parting (ftlS^w" P 
. Applicants' design patents for. baa with 
jack-oMantern fat* would not have b*^ ffi 

hSw? *° trai *>6 decorated to resemble 

£ iS™ r"^^ 1 ? whwi filled with^wh 
?L 1 9 V ?' sinee textual description^of M/ ada i 
f^iSf °n.nag found in claims of utility 
patent application cannot constitute desian 

SSf^ u, d ^- lgns «Wmod in applicants' 
patentably distinct design patents.™ 



VAi ; Court of appeals 
Federal Circuit 



m a ^ P Afil~ 0 ? ^ U ^Pa*«nt and Trade- 
SK*fe*^ 

Appliteation f Of Anita Dembicak tad Ben- 
son Zmbarg for utility patent (application 
se fja l „ 0 . 08/427,732*. I rom Sp? su£ 

^J ectwn f eWnw in: application, 
applicants appeal. Reversed. • : 

David P. Gordon and Thomas A, Gallagher, 
Stamford, Conn., .for appellant* * 

John M, Whealan, associate solicitor, Albin 
F. Drost, acting .solicitor, and David R, 
Nicholson, associate solicitor, Office of 
the Solicitor, Arlington* V«; for appellee. 



.. .litre] 

, tto. 98-1498 
Decided April 28, 1999 

Patents . ; j. 

H Patentability/ Validity — Obviousness - 
Containing references (§115.0905) 

; Decision rejecting claims in. utility appli- 
cation i as obvious over combination of prior 
art references must be reversed, since obvi- 
ousness analysis in decision is "limited to 
discussion ofways that multiple references 
can be combined to read on claimed inven- 

bine references, and does not include spedfic olwI7i 7 VL S ^ E ?f*ftJ>m&a*lk No. 
or inferential findings concerning identifica- 
tion of relevant art; level of ordinary skill in 
art, nature of problem to fee wived, or any 
other factual findings that might support 
prpper obviousness analysis. 



Before Mayer, chief Judge, and Mibhel and 
Clevcnger, circui t judges. '.]'. 

CIeveng£r, J* : v 

Anita bembiczak and Benson Zinbargap* 
peal the rejection, upheld by the Board of 
Patent Anneals and. Interferences, pf all 



96-2648, Slip op. at 43 (May 14* 1998), 
Because the Board erred In sustaining rejeo* 

S??r^ ^J^'?t^ ,B » obvious under 
35 U.S.C. § 103(a) (Siipp. 



obviousness-type 
reverse* : 



double 



1999X arid for 
patqnting^-, we 
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The invention at issue in this case is. een. 
^WS* * J»W trash baj n&fS 
g^M ' Plastic and decorated sWti lines and 

« trash or leaves, to resemble a 

K f WS B ^W> ^ to ^emWczak and Bcn- 
•on Znbarg (coUectfvtly, 'DcmWczaJO 
note, the Invention solves the longstanding 



Whimsical or festive; nature while properly 
star™ ^ dther .hoiSSi 



storing garbage, leaves, or otner Household 

ine invemion-j-sold under . a variety of 

WW *nd BaffO-FunauTS,^ 

^imtedJy been we>receTved by conswn- 
^J^.iSSgty mott tnan seven million 

Wgarity ofthe munpldn bags engendered 
a< rash of thefts around? Houston, Texas, 
leading some owners to resort to preventative 
Wures, such as greasing the bags with 

b^kSu? J®* A™ - «#■>■*■•» to trees. See 
& PUler, "Halloween Hopes Die on the 
Vi 3S» Ho " s - Ch r°»-> Oct; 19, 1990, at 13A. 
»t T™™** to BfpHts has proved much easier 
V*? 0 &2J*l h •* JMtentaniUty, however. In 
July 1989, Dcmbiczak filed a utility patent 
application generally directed to the pump 
Un tags. In a February 1992 appeal, the 
fSP 6 ** ^tenl Appeals and Interferences 
(Jbe Board?) reversed the Examiner's re- 
^ loa » but entered new grounds for rejec- 
tion. Demblezak elected to continue prosecu- 
ticn, filing a continuation application to 
address the new grounds forrejeetion. There- 
after, the invention made a second appear- 
and before the Board, in April 1993, when 
. the Board both sustained the Examiner's 
rejection and again entered new grounds for 



(74is;perliaps 



claims vary, inde, 
most representative: 

* 7 ^ d «m >r?Uv * ! feeler usefcy a user; with 
' t W m *Z materSl, the; bag sfitia 

i^^^ kU ^ ^^ '» leaf 
an outer surface which '. is pxemanufac- 

facial indicia including at least two of an 
eye, a nose; and a mouth on the branm 
cotor puter surface for f&?|. ffig 
pattern on said orange color otiter surface 
to simulate the general outer: appearance 
gj^ e «*at»ve pumpldn withafeee 

iSeSl^^* *i *»d 
endhavmT ** hl * ,,lsid second 

iSteriaf, ** ^ fUing 

wherein when said trash or leaf , bag is 
filled with trash filling material and 
closed, said trash or l«f bag takes the 
form and general, appearance of a pump- 
kin with a face thereon. p ^ 

Aw.ofi^ndepeadentdainjsipn appeal 
namely 37. 52, 7$Taad 74, contain iffiita 



Tt TT~»^^;T^^ML/-"Bi»liciation). - And 
again the Ban^rl r^ect&n was appealed 
to fce Board, whkih sustained tberejecn^h in 
«.M«y 14, 1998. decision. <Se e Dembtciak, 
slip op. at 43. • 



The patent application at issue includes 
claims directed to various embodiments of 
the pumpkin bag. Claims 1% 49, 51, 52, 58 
trough 66 Srough 69, and 72 through 
81 are at issue in this appeal. Though the 



. wbwb 111160,100. nag must 

iZZXSV&'&W appeatanceTlIke a 
^"ff"?: ^d^endent daims 37, 52, and 72 
add the limitation that the bag's height must 
at least 36 inches. Claim 72 reqtiiresthkt the 
bag be made of a "weatherproof material," 
anddaim 74, as shown above, requires that 
the bag J*;Vaterpropf. M Claim 52 recites a 
method of assembling" a bag vHth the gen- 
eral characteristics of apparatus cJaim 37. 

;B: \[ ,{'■[ ''■': J.? ' 

The prior art cited by the Board includes: 
(J) pages 24-25 of a book entitled U A 
Han >,L — L — «■■—..-.■«.-— - — ■•■ ,,. - 

Art; 

" — Z~Z.*"*"° ™t w - «'"»wu uiuurcn k 
make a ^Crepo Paper Jackrp.Laptern' 1 
out of a strip of orange crepe paper, con, 
structwn paper cut*out* in the ihape; of 

(2) page 73 of a book entitled "the Ewryi 
thing Book for Teachers of Ypuhg;Glu> 
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ftt ^fS&lP* ^ Paints, See 
L*&L™*^\ a &>& « two-way test 



__ Jition- 
pcnduig utiU 



mcrdy obvious variations of the sSKS 
11. The Board further upheld on .mu, 
rerereflce» me obviousness-type double cat. 

This 
with 
1295 



.. ™ 

W* . appeal followed, vesting this court 



£g^ 

whSnV; ^"nbwg a bag apparatus 
jythc^ of fold, or gussets in the bag 
(4) U.S.Patent No. Des. 310,023 issued 
A *, o<?ienrpatent depicting a 
J2J KftioWJ?* S 159 317,254, issued 

aja^-fchtirn &c* and, * : ? 
I o?S^*^^ rSasticiawh 
J big?? ^ ( ^ ^T pinional Vash 

Jnel°f ^^i*^* iS? jj|ffirraed the Exam- 

ous in light of the conventional trash baes in 

Tto BoarfdeteEimned thrift itsview^fthe 
pnor art, the only difference between the 
invenbon presently defined in the independ- 
eflt chums on appeal and;the orange plastic 
trash bags of thtfprior art and the use of such 
bfgs resides m the application of the fecial 
udicia to the outer surface of the bag." 

&% l l a f& a 9 8i The Board further 
held that the missing facial indicia elements 
were provided fey tfie HoUday. and Shapiro 
references' description of painting jacko- 
ft6e f P ft Paper llbags. See id. at 
}*r} 9 : 0epebdei)t claims £9 and 79, which 
include a "gussets- limitation, were consid- 
erfcd obvious under similar:; reasoning, except 
that the references cited Against them In- 
cluded Keesler. See id. at 7. 

The Board also affirmed the Examiner's 
obviousness-type, double patenting rejection 
ofiail the independent claim? in light of the 

254) and Hobday. See (d.m 1;2. The Board 
held that the; design patents] dppfct a general- 
lyjrounded Bag wiff *M*io»-fantern racial 
indicia, and that the Holiday reference sup- 
pUes the missing limitations, such as the 

thin, flexible material" of manufacture, the 
orange color, the initially-open upper end 
and the trash filling material. The Board also 
stated that the Various limitations of the 
dependent claims— e.g„ color, the inclusion 

of leaves as stuffing, and the dimensions— nk„ r ^~ Ai ".. ~i — r «' v r f,M *v 



ii 



rfiflL^S^ mv ^tlen i» unpatentable if the 
differences between it and the prior art "are 
such that the subject, matter as a whole 
would have been obvious at the time the 
invention was made to a person having ordi- 
nary skill in the art." 35 U.S.C. g 103(a) 

tfaJ&iP--'- 1 ^' 1 ** USPQ 459^465 
£W'" V? deter&tVni of 

whether an invention is or is not obvious. is a 
legal . conclusion based on underlying factual 

S 1 Si nd lL di ^ : k 1) scopanlcontent 
?f the prior art; (2) the level ofordtaary skill 
in the prior art; (3) the differences between 
the claintfed mvention and the prior art; and 
(4) objective ^evidence of nonbbvibusness. 
>. \%, ah ?%' 383 U. S - 17-1*, 148 USPQ 
at 46 2L*d l H Ub *. Inc., Inc. v. Shandon 
"J F M 870, 877.27 USPQ2d 1123. 
1 128 (Fed; Cir.: 1993* fte the^foeVreview 
the ultimate determination of obviousness 
without deference to the Board, while exam- 
ining any factual Endings for clear error. 
5r , .?j(biSf t Zu ^O. 142 F.3d 1447, 1459, 
46 UgpQ2d 1691 : 1700 (Fed* Or.) (en 
banc), cert, granted, 119 S. Ct. 401.(1998). 



Our analysis begins in the text, of section 
103 quoted above, with the phrase , "at the 
time the invention was made/' For it is this 
phrase that guards against entry into. the. 
tempting but forbidden zone of hindsight" 

861,873 228 USPQ 90, 98 (Fed; ^985? 
overruled on other ground* by Nobei- 
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1998), when analyzing sthc patentability of 
claims pursuant to that section. Measuring a 
claimed invention against the standard es- 
tablished by section J 03 requires the oft-dif- 
ficult but critical step of casting the mind 
fcack to the time of inveiitioni to consider the 
thinking of one of ordinjary skill in the art 
guided only by the prior art references and 
thc "en-accepted w *«ioin in the field. See, 
■#*» VfA~J? ore * Assoc* Inc. v, Garlock, 

tev?i £? d 1540 > l* S3 > MO UtBQm 
313 (Fed. Cir. 1 983). Close adherence to this 
methodology is especially important in the 
case of ess technologically complex inven- 
tions, where the very ease with which the 
invention can bi understood may prompt one 
'to fall victim to the insidious eiTect of a 
hindsight syndrpme wherein that which only 
toe inventor taught is used against its teach- 
er." At 

Our case law makes clear that the best 
defense against the subtle but powerful at* 
traction of a hindsight-based obviousness 
analysis is rigorous application of the re- 
quirement for a showing W the teaching or 
motivation to combine prior art references. 
See, e.g. t .CJL fiord, Inc^v. M3 Sys u Inc., 
« P3d 1340, 1352, 48 USP02d 1225 
1232 (Fed. Cir 1998) (describing^tcaching 
or suggestion or motivation [to combine]" as 
an "essential evidentiary component of an 
obviousness holding"); /* re RovffeL 149 
R3d 1350, 1359, 47 USt>Q2d 1453, 1459 
(Fed. Cir. 1998) ("the Board must identify 
specifically ... the reason* one of ordinary 
dull in the art would have been motivated to 
select the references and combine them* 1 ); In 

t V^^i^h^ 23 PV ™^ Wins «w « entirely 

1780, 1781 (Fed* Cir. 1993) (examiner can inadequate to Support the rejection."! In 
**fcff> butdvn i ofobviouancfss in light of com- addition to dem« nitrating r L - — 



p USPQ 543, 547 (Fed. Oti 1985) ("The 

prurt drawn by tie inventor,: but in tie state 
of the that «d»ted at fl»e tune." "L ffl 
case, the Board fetf foto the hifidsteht trap/ 

ban, teachmg, or motivati(» tooombiiieSay 
flow from the prior art references thenv 
selves, the knowledge of one of ordinary skill 
art \.? r ' ln 9 9"^ from the nature 
of the problem to be solved, see Pro-Mold 4 
Tool Co, v. Great Lake* Plastics. Ine 75 

Weffl " usPoSfoWi«30 

F v ' 19 ? 6 >« P*raJOritmace Mfg. v. 
SOy Imports \ Intern,, Inc., 73' TM 1085. 

1995), although "the suggestion more often 
comes from the" teachings 'of the pertinent 

x&^iiS^t' 149 H A *» 

UpPQ2dat 14S67T1>e range of sources avail- 
able, however, doe&not diminish the require- 
ment for actua) evidence. Thai i> the she w- 
!K* m .? st . be cl ? ar particittlin See, «.f rt 
CJ ; W 157[R3d,ati35238^SP^^t 
1232, Broad conclusory statements regard- 
ing the teaching jrf multiple reference* 
landing alonej are hot "evidence.": 
McElmurtyv Arkansas Power & Light 

1131 (Fed. Ciri 1993) ("Mere dwiials and 
conclusory statements, however, are not suf- 
ficient to establish a genuine issue of materia 

?l/? c V2 ; 566 F.2d 11S4, 

1 64, 196 USlfc 209, 217 (CCPA 1977) 
( The examiner^ conclusory statement that 
the specification does not teach the best 
mode of using the invention is unaccompan- 
ied by evidence! or reasoning an;rf i * entirely 



foliation "only by showing some objective 
teaching [leading to the combination]"); In 
re Fine, $37 F.fl.1071, 1075, 5 USPQ2d 
15?6 t 1600 (Fed. Cir, 1988) (evidence of 
teaching or suggestion "essential" to avoid 
hindsight); Ashland Oil, Inc. v. Delta Resins 
A Refractories. 7wc M 776 &2d 281, 297, 227 
USP9 657, 667 (Fed. Cir, 1985) (district 
court's conclusion of obviousness was error 
when it "did not elucidate any factual teach- 
ings, suggestions or incentives from this prior 
art: that showed the propriety of comolna* 
Uon f TK See alio Graham* 383 O.S« at 18, 148 
USPQ at 467 ("strict observance" of factual 
predicates to obviousness 1 conclusion re- 
quired). Combining prior art references 
without evidence of such a suggestion, teach- 
ing, or motivation simply takes the inventor's 
disclosure as a blueprint for piecing together 
the prior art to defeat' patentability— the 
essence of hindsight See, eig, 9 Interconnect 
Planning Corp. v. Fell, 774 R2d H32, 1 138, 



obviousness ana vsls, particular factual find- 
ings regarding the suggestion, teaching, or 
motivation to c ombine serve a number of 
important purpctts, including: (1) clear ex- 
plication of the Position adopted by the Ex- 
aminer and the Board; (2) identification of 
the factual disfutes, if any, between the 
applicant and th< > Board; and 0) facilitation 
of review on «, mea|. Here, hdyever, the 
Board did not n ake: particular findings re* 
garding theJocus of the suggestion teaching, 
or motivation ta combine thc prior art 
references,;, . . .•; .; 

fll All the obv ousness rejections affirmed 
by the Board rest I ted: from a combination of 
prior art referedDes, e.g % the &i*chtioaal 
trash or yard bs gs, and the Holiday and 
Shapiro Dublications teaching the construc- 
tion of decorated paper hags. See Dtmbic- 
zak, slip op, at frf. To justify this combina- 
tion the Board | simply stated #4t ^tlrn = 
Holiday and Shapiro refcrei^^jd^y|B . 
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ftS?^' P^lra«K bags," A/, at 
1M9. Howevei\ rather fgian pointing to spe- 
cific information in Holiday or Shapiro that 
suggest the combination With the convention- 
al bags, the Board instead described in detail 
the similarities between the Holiday and 
Shapiro references and the claimed inven- 
tion, noting that one reference or the other— 
in combination with eac&other and the con- 
ventional trash bags— described all of the 
ftft*??* ? f ^ J* ndI og claims. See id. at 
18-23. Nowhere does theiBoard particularly 
identify any suggestion, teaching, or motiva- 
tion to combine the children's art references 
(Holiday and Shapiro) with the conventional 
trash or lawn bag references, not does the 
Board make spedfic^-or even inferential- 
findings concerning the identification of the 
relevant art, the level of ordinary skill in the 
art, the nature of the problem to be solved, or 
any other factual findings that might serve to 
support a proper obviousness analysis. Seel 

®p^k 7 ' <,<,/ ' 7SR3aat1573 ' 37 

To the contrary, the obviousness analysis 
m the Boards decision is limited to a discus- 
sion of the ways that the multiple prior art 
references can be combined to read on the 
claimed invention, for example, the Board 
finds that the Holiday bag reference depicts 
a premanufacturod orange" bag material, 
see Dembiczak* slip op. at 21, finds that 
Shapiro teaches the use of paper bags in 
various sizes, including "large", see id. at 
22-23, and concludes that tjbe substitution of 
orange plastic for the crepe paper of Holiday 
aper bags of Shapiro would be an 



S(>BSPQ2d 



B 



and the 

obvious design choice, see fd\ at 24. Yet this 
referenoe*by-referenc6, limitatjon-by-limita- 
tion analysis fails to demonstrate how the 
Holiday and Shapiro references teach or 
suggest their combination with the conven- 
tional trash or lawn bags to yield the claimed 
invention. SeeRonffet, 149;R3d at 1357, 47 
USPQ2d at 1459 (noting Board's failure to 
explain, when analyzing the, prior art, "what 
specific understanding or technical principle 
- , . would have suggested the combination'"), 
gec^jsc we do not discern any finding by the 
Board that there was a suggestion, teaching, 
or motivation to combine the prior art refer- 
ences cited against the pending claims, the 
Board's conclusion of obviousness, as a mat- 
ter of law, cannot stand, SeeC.R. Bard. 157 
f« USPQ2d at 1232; W*r. 
149:F,3d at 1359, 47 USJ>Q2d a t 1459 
Frttch, 972 R2d at 1265, 23 USPQ2d at 
1783; Fine, 837 P.2d at 1075, 5 USPQ2d at 
IfOQ; Ashland Oil, 776 R2d at 297, 227 
USPQat667. 



* • : ..... • ; 

T ? e Commissioner of Patents and Trade- 
marks ( M _Q)mjtwssioner M ) attempts to justify 
the Board s decision on grounds different 
from that relied upon by the Board* arguing 
that one of ordinary skill to the art would 
have been motivated to combine the refer* 
encw, Qf course, in order to do fro, the 
Commissioner must do whatlthe Board did 
not do below: make specific findings of fact 
regarding the level of skill Wtht art ("a 
designer and manufacturer of ttiaah and leaf 
bags, particularly one specializing in the 
ornamental and graphic design of such 
bags"), Resp't Br, at 14, the relationship 
between the fields of conventional trash bags 
and children's crafts, respectively (tf tlfie 
artisan would also have been well aware of 
the ancillary, corollary, and atypical uses of 
trash* bags such as their application in hob- 
by and art projects*), Resp*t Br. at 1 5, and 
the particular features of the prior art -refer* 
ences that would motivate one br ordinary 
skiff in a particular art to select elements 
disclosed in references from a wholly differ- 
ent field ( u a designer and manufacturer of 
trash and leaf bags would have recognized 
the paper^bag in Shapiro to be a trash bag 
and therefore would have been motivated to 
combine it withthe admitted prior art plastic 
trash and; leaf bags to arrive at the claimed 
invention"), Resft Br> at 15. The Commis- 
sioner also appears to cite additional refer- 
ences in support: of his obviousness analysis, 
noting that at least two design patents (in the 
record but not cited against the presently 
pending claims) teach the dfceement of 
1 graphical information, including text, de- 
signs, and. even facial indicia to colored 
bags/' Resp't Br. at 16,. This new analysis, 
apparently, cut from whole cloth in view of 
appeal, does little more than highlight the 
shortcomings of the decision below, and we 
decline to consider It'&e, In re Robert* 
son, J 69 R3d 743, , 49 USPQ2d 1949, 1951 
(Fed. Cir. 1999) ("We decline to consider 
[the Commissioned] newly-minted theory 
as an alternative ground for upholding; the 
agency's decision;*); In re &on} % 5#R3d 746* 
llbJ 4 r Uspi Q? d 1M 4; 1688, iPed, Cir" 

\llti ? l f usp< > 1045 * 104 * cir! 

1 983) (rejecting an "attemptf 1 by the Com- 
missioner 'to apply a new rationale to sup- 
port th© rejection: , ");>tf* aho 35iXJ.S c; § 
1 44 (1994) (an appeal:*) the Federal Circuit 
is taken on the record before The Patent 
and Trademark Office^ Because the Board 
has not established a prima facie case, of 
obviousness, see In re Belt, 991 :$M:7»h: 
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m 26 USPQ2d l-52»{ 1531 (Fed. Cir. 
1 993) ("The PTO bears the burden of estate 
lishing a case of prima fdcU obviousness, 11 ), 
we therefore reverse the obviousness rejec- 
tions, and have no need to address the par- 
tics' arguments with respect to secondary 
factors. • 

III 

Dembiczak also asks this court to reverse 
the Board's rejection of the pending claims 
for obviousncss-type double patenting, which 
is a judicially-created tioefhne that seeks to 
prevent the applicant frean expanding the 
grant of the ^ti^f right heyond the Emits 
prescribed uj Title iS. Sed *M In re Brant, 
W R2d 589^59£< 191 0SPQ2d 12$9 
1291-92 (Fed. Or. ISVmin relongi, 759 
FM 887, 892, 225 IJSP& 645. 645 (Fed. 
Or. 1985). £*e also 35 DS.C § 154(a)(2) 
(Supp. 1998) (dncnissing Jatem term). The 
doctrine prohibits claims in a second patent 
which define i ''merely ah envious variation" 
of an invention claimed by Ihej same inventor 
in an earlier patent Brmt&y? F.2d at 592, 
19 USPQ2d at 1292 (quoting In re Voxel, 
422 F.2d 438, 441, M XfSFQ 619, 522 
{CCPA 1970)). Thus, unless a claim sought 
in the later patent is patentable distinct from 
the claims in an earlier patent, the claim 
must be rejected. See- In re Goodman* 1 1 
F.3d 1046, 1052, 29 USP*)2d 2010, 2015 
(Fed. Cir, 1993); Vogel, 422 R2d at 441, 
164 USPQ at 622. This question is one of 
law, which we review de novo. See Good* 
man, 1 1 F.3d at 1052. 29 USPQ24 at 2015; 
Texas Instruments Inc. V. United States Int'l 
Trade Comm% 988 F.2d;ll65, 1179, 26 
USPQ2d 1018, 1029 (Fed. Cir 1993). 



[2] The law provides that, in some very 
rare cases, obvious-type double patenting 
may be found between design and utility 

?atents. See Carman Indus., Inc. v. Wahl, 
24 F.2d 932, 93*40, 220 USFQ 481, 487 
(Fed, Cir. 1983) (noting that, while theoreti- 
cally possible, "[djouble patenting is rare in 
the context of utility versus design patents"); 
In re Thortngton, 418 F.2d 528, 536-37, 163 
USPQ 644, 650 (CCPA 1969) (Double pat- 
enting between a design and utility patent is 
possible "if the features producing the novel 
aesthetic effect of a design patent or applica- 
tion are the same as those recited in the 
claims of a utility; patent or application as 
producing a novel structured); In re Phelan, 
205F.26 183,98 USFQ 15dr(CCPA 1953); 



In re Barber. 81 F.2d 231, 2& USPQ 187 

11 USPQ 240 (CCPA 1931). Ih,thes*case£ 

724 F,2d at 940< 22011SPQ at487, Under 
this test, the obviousncss-type double patent- 
ing rejection is appropriate only # the^lkims 
of the two patents cross^ead^ meahmg that 
"tne.test is whether the subject iiatjter. of the 
claims of the patent sought to be invalidated 
would have been obvious from the subject 
matter of the claims of the other patent, and 
vice versa." 220 USPQ at AtTKSee also 
BraaU 937 F.2dat 593, 19U££Q2d at 1292 
(explaining two-way test). 



B 



In making its double patenting rejection, 
the Board concluded that all but one of the 
pending claims of Dembiczak'a utility appli- 
cation would have been merely an obvious 
variation of the claims of the earlier4sauc4 
design patents— the Dembicdife *02i and 
'254 references— in Hght of the Holiday ref- 
erence. The remaining claim, dependent 
claim 49, was judged obvious in light of the 
combination of the Dembiczak design pau 
ents. Holiday, and the Kessler reference, 

[3] Acknowledging that the two-way test 
was required by Carman* 724 F-Sd at 940, 
220 USPQ at 487, the Board concluded that 
"the design claimed in each, of appellants* 
design patents docs not exclude the features 
pertaining to the construction and color of 
the bag, the use of a plastic; material for 
making the bag, the size or thickness of the 
bag ... or the use of various types of filling 

material The particular details of the 

facial indicia would have been a matter of 
design choice as evidenced by the HoHday 
handbook,? and that therefore^ in yieW of 
Holiday, the claims of the design patents 
were obvious variants of the pending utility 
patent claims: See Dembiczak, slip: op. at 11. 
We disagree. In order for a de^gA tQ .be 
unpatentable because of obviousness there 
must first be a basic design reference in the 
prior art, the design characteristics of which 
are "basically the same as the claimed de- 
sign." In re Borden, 90 F.3d 157C1574, 39 
USPQ2d 1524, 1526 (Fed. Cir. i$?6):Inre 
Rosen, 673 R2d 388; 391, 213 USPQ 347, 
350 (CCPA 1982). The phrase "having fa- 
cial indicia thereon" found in the claims of 
the pending! utility application is not a design 
reference that is "basically the same as the 
claimed dcrign." Borden, 90 tf3tfat 1574, 1 
39 USPQ2d at 1526; In fact, M describes 
precious little with respect to design charac- 
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teristics. The Boards aiggcstion that the 
design detail? were simjily % matter of de- 
sign choice" Evinces a. misapprehension of 
the subject matter of d^igfr patents. B.g* % 
Carman, 724 R2d at 93»n Jt 220 USPQ fit 
486 n,13 COMlty patent afford protection 
for the mechanical structure and function of 
an invention whereas dttign patent proteo 
Son concerns the ornai^ental or aesthetic 
features of a design*") Indeed, we note that 
the two design patents kt issue here^-the 
Dcmbiczak *023 and . *254 patents— were 
considered nonpbvtoua over each other, and 
were even the subject of a restriction require- 
ment. See 35 U.S.C § 121 (1994) ("If two 
or more independent and distinct inventions 
arc claimed is one application, the Commis- 
sioner may, require theji application to be 
restricted to ime of th* inventions"); 37 
C.F.R. S lrl42:The position adopted by the 
Board— that a 'textual description of facial 
indicia found in (he claims of the utility 
patent application makes obvious the specif- 
ic designs claimed in the (patentably dis- 
tinct) Dembfczak design patents — would 
presumably render obvious, or even antici- 

Sate, all design patents r where a face was 
epicted on a bag. But this, of course, is not 
the law; the textual description cannot be 
said to be a reference "basically the same as 
the claimed design," of the design patents at 
issue here. Borden, 90 F.3d at 1574, 39 
USPQ2d at 1526 (internal quotation marks 
omitted). The Boafd's conclusion of obvious- 
ness is incorrect : : 

Because we find that the Board erred in 
concluding that the design patents were obvi- 
ous variants of the pending utility claims, we 
need not address the cither prong of the 
two-way double patenting test— whether the 
pending utility claims ard obvious variations 
of the subject matter claimed in the design 
patents. See Carman, 724 F.2d at 939, 220 
USPQ at 487 (both prong* of the two-way 
teat required for obvio&snesfr-type double 
patenting).: The double patenting rejections 
are reversed.. 



IV 



Because there is no evidence in the record 
qf a suggestion; teaching or motivation to 
combine the prior art references asserted 
against the pending claims, the obviousness 
rejections are reversed* In addition, because 
the Board misapprehended the test for ob- 
viousness-type double patenting* and be- 
cause the pending utility: claims do not ren- 
der obvious the design patents, the double 
patenting rejections are also reversed. 



RBVERSED.I 



US. District Court 
Southern District of Iowa 

University of Iowa Research Foundation v. 
Bevcridge, DeGrandi, WeUachcr <t Young 

No. 3-98-CV-9Q013 
Decided August 26\ f&98 

JUDICIAL PRACTICE AND 
PROCEDURE 

L Jurisdiction ~» Personal jurisdiction 
■ (§405.11) /. \ 

Federal court in: Iowa lacks/specific per- 
sonal jurisdiction over Washington; D»C. law 
firm and attorney named as defendants . in 
action for professional malpractice, since de- 
fendants did not -purpose fully ffircfT their 
activities, at Iowa, given tlmt defendant* are 
charged only with negligently failing to pay 
maintenance fee on single patent and that 
all work done in connection with that patent 
was performed in Washington; B.C., since 
single claim of legal malpractice with respect 
to payment of maintenance fee in Washing* 
ton* D.C cannot be said to have "arisen but 
oT or resulted froni attorney^client relation- 
ship that began in Iowa 30 years earlier* 
since nature and quality of defendants* con- 
tacts with Iowa do hot demonstrate how they 
"purposefully av^ffied* themittijW? of privi* 
leges and protections of doing Interstate' pat- 
ent work for plaintiff, and since quantity of 
defendants' contacts with Mwi alotie does 
not change conclusion that assertion of per- 
sonal jurisdiction oyer defendants would be 
fundamentally unfair. 



Action by University of low Research 
Foundation against Bevcridge, DeOrandi, 
Wetlacher & Young L.L.P; and Richard G. 
Young for professional malpractice: On de- 
fendants' motion to" dismiss for lack of per- 
sonal jurisdiction. Granted. 

Edniund J. Sease and Jeffrey |X Harty , of 
Zariey, McKec, Thonitei ; Voorhtes & 
Sease, Des Moines, Iowa, for plaintiff, 

Lee H, Gaudinecr;antf Carltd^^ 
of Austin, Gaudineer & Cormto/ pes 
Moines; Steven Verveniotis and Mark K. 
Anesh, of Wilson, Elscr» Moskowltz, Edel- 
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